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DETAILED ACTION 

This Office Action is in response to amendments filed June 6, 2005. Claims 1-15 are 
presented for further examination. Claim 16 is presented for initial examination. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Goldschlag et al. (hereinafter "Gold", US 6,108,644). 

As per claim 1 , Gold discloses a method for auditing forms, the method comprising: 

• Issuing a request to provide a form identifier that is associated with a form (column 
8, lines 5-15, 57-60); 

• Receiving the identifier at a host computer (column 8, lines 9-12, 59-65); 

• Verifying with the host computer whether the identifier is a valid identifier for the form 
being used (column 8, lines 16-21, 65-67, column 9, lines 1-2). 

As per claim 2, Gold discloses a method as in claim 1, wherein the request is issued 
from a terminal having a processor that is in communication with the host computer, and 
further comprising logging an error if the identifier is not valid (column 4, lines 44-60). 
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As per claim 3, Gold discloses a method as in claim 2, wherein the request is sent from 
the host computer to the terminal (column 8, lines 57-59). 

As per claim 4, Gold discloses a method as in claim 1 , where the request is issued from 
a customer service operator over a phone (column 1, lines 19-25, column 2, lines 55-61, 
column 3, lines 55-63). 

As per claim 5, Gold discloses a method as in claim 2, wherein the identifier is received 
at the host computer from the terminal (column 8, lines 9-12, 59-65). 

As per claim 6, Gold discloses a method as in claim 1, wherein the host computer 
includes an associated database, and wherein the identifier is verified by comparing the 
identifier with a list of valid identifiers in the database (column 9, lines 23-26, column 10, 
lines 14-16, column 12, lines 17-20, 45-46, 55-56). 

As per claim 7, Gold discloses a method as in claim 1, further comprising determining 
whether an appropriate form has already been ordered (column 10, lines 8-14). 

As per claim 8, Gold discloses a method as in claim 7, wherein if an appropriate form 
has not been ordered, placing an order for an appropriate form (column 10, lines 14-18). 
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As per claim 9, Gold discloses a method as in claim 8, further comprising evaluating 
whether the ordered form is received by a user (column 10, lines 8-14). 

As per claim 10, Gold discloses a method as in claim 9, further comprising transmitting 
an identifier for a replacement form to the host computer (column 10, lines 8-20). 

As per claim 1 1 , Gold discloses a forms auditing system, comprising: 

• A host computer (column 8, lines 9-12, 59-65); 

• A database associated with the host computer, the database having a record of a 
set of forms and a valid identifier for each of the forms (column 9, lines 23-26, 
column 10, lines 14-16, column 12, lines 17-20, 45-46, 55-56); 

• Wherein the host computer is configured to receive an identifier in response to a 
request to audit a form, and to verify whether the identifier is a valid identifier for the 
audited form by comparing the identifier with the identifiers in the database, and to 
produce a record in the database of the comparison (column 8, lines 16-21 , 65-67, 
column 9, lines 1-2). 

As per claim 12, Gold discloses a system as in claim 1 1 , further comprising a terminal 
having a processor, wherein the terminal is configured to receive the identifier of the 
form being audited and to electronically send the identifier to the host computer (column 
8, lines 9-12, 59-65). 
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As per claim 13, Gold discloses a system as in claim 12, wherein the terminal is 
configured to produce an audit screen having a region for inputting the identifier (column 
8, lines 5-10, 60-64). 

As per claim 14, Gold discloses a system as in claim 13, wherein the terminal is 
configured to produce the audit screen based on information sent to the terminal from 
the host computer (column 8, lines 58-60). 

As per claim 15, Gold discloses a system as in claim 1 1 , wherein the host computer is 
configured to generate in error report if the identifier of the form being audited is not 
Valid (column 10, lines 14-16, column 12, lines 17-20, 45-46, 55-56). 

3. Claim 1 6 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Chang et al. 
(hereinafter "Chang", US Patent 6,105,012). 

As per claim 16, Chang discloses a forms auditing system, comprising: 

• A form identifier that is associated with a form (column 5, lines 55-58, column 8, 
lines 7-14, column 10, lines 28-35); 

• A host computer (column 1 , lines 66-67, column 2, lines 1-10, column 3, lines 54- 
65); 
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• A database associated with the host computer, the database having a record of a 
set of forms and a valid form identifier for each of the forms (column 3, lines 1-4, 
column 4, lines 63-64, column 5, lines 1-6); 

• Wherein the host computer is configured to receive the form identifier in response 
to a request to audit a form, and to verify whether the form identifier is a valid form 
identifier for the form to be audited by comparing the form identifier with the valid 
form identifiers in the database, and to produce a record in the database of the 
comparison (column 2, lines 59-61, column 5, lines 55-60, column 6, lines 20-30, 
column 8, lines 61-67). 

Response to Arguments 
The Office notes the following arguments: 

(a) It is requested that the Examiner issue an Office Action with the correct claims in 
light of the Preliminary Amendment. 

(b) Goldschlag cannot be relied on to teach or suggest issuing a request to provide a 
form identifier that is associated with a form and receiving the identifier at a host 
computer, or verifying with the host computer whether the identifier is a valid identifier 
for the form being used. 

(c) There is no form, instead a transaction. 

4. Applicant's arguments filed have been fully considered but they are not 
persuasive. 
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In response to: 

(a) Examiner has examined the claims in view of the Preliminary Amendment. 

(b) -(c) According to Applicant's Description of Invention, forms may be forms printed on 
some type of media, such as paper, that have regions or fields for entering various 
types of information. For example the fields may relate to various business information 
such as customer name and address, goods being purchased or shipped, a monetary 
value, a payee or vendor, and the like (page 3, lines 7-15). 

According to Goldschlag, a customer registers with a vendor to obtain a validated 
certificate that will be used to enable the customer to perform transactions. When the 
customer or subscriber registers with the vendor, the customer must provide information 
in fields (form) pertaining to the customer's identity such as customer identifier, audit 
secret, password, access code, etc. The vendor stores this information from the 
customer and uses it to validate the customer and the customer's transaction. 
Therefore, when the customer initiates a transaction, the vendor requests the customer 
to provide identifying information in order to validate the customer. However, during an 
audit, the vendor sends an audit request message requesting an identifier. The 
customer returns a message including an audit secret and customer identifier. The 
vendor compares this information to the information entered by the user during the 
registration process (form) to determine its legitimacy (column 5, lines 51-65, column 7, 
lines 57-61, 66-67, column 8, lines 1-11, 16-25, 57-67, column 9, lines 1-14). 
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Therefore, Goldschlag clearly discloses a form identifier that is associated with a form 
and receiving the identifier at a host computer, and verifying with the host computer 
whether the identifier is a valid identifier for the form being used. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

US PG Publication 2003/0097317 

US Patent No. 6,154,753 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara N. Burgess whose telephone number is (571) 
272-3996. The examiner can normally be reached on M-F (8:00am-4:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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